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providing web-page fonn instrpcetSns^that causes a first computer to dynamically 
transmit an email address from a^p^o a second computer in response to a request for data; and 
processing the reqijesfar the second computer to select electronic content and e-mailing 
the electronic comeoHo the email address. 


REMARKS 

In the Final Office Action dated 25 April 2002, by Examiner Kang in An Unit 2152, 
Claims 1-23 are pending- Claims M9 were rejected under 35 U.S.C. § 112, second paragraph, 
and claims 1-23 stand rejected under 35 U-S.C. § 103(a) as obvious over Powell, 6,067,526 in 
view of Montulli, US Pat, No. 6,134,592. By the present Amendment and Response. Applicant 
has amended claims 1, 5-9, 17, and 20 to clarify the claims. 

1. Rejection of claims 1-19 under 3S U.S.C. § 112, second p^ragrapli. 

Applicant has amended independent claim 1 by deleting the first instance of information, 
and replacing request for information with request for data to distinguish the transmitting of 
information from the request for data. Claims 2-19 depend on claim I. Applicant believes this 
amendment addresses the Examiner's Section 1 12 concerns. Applicant further amended claims 
5-9 and 17 to delete references to language in claim 1 that was deleted by previous amendment, 

2. Rejection of claims 1-23 under 35 U.S.C, § 103 

The Examiner rejected claims 1-23 as obvious over Powell, US Pat. No, 6,067,526, in 
light of Monmlji, US Pat. No. 6,134,592. AppKcant respectfiilly traverses this rejection, and 
submits that the Examiner has not established a prima fecie case of obviousness. The Examiner 
concluded, without explanation or support, that it would have been obvious to combine the 
references to make the invention as presently claimed. 

A prima facie case of obviousness requires three elements: (1) there most be some 
suggestion or motivation, in the references or in the knowledge generally available to one of 
ordinary skill in the art, to modify the reference or combine the reference teachings; (2) there 
must be a reasonable expectation of success found in the prior an; and (3) the references must 
teach or suggest all of the claim limitations. None of these three elements have been satisfied. 

First, neither Powell nor Montulli, alone or in combination, suggest or motivate one of 
ordinary skill in the art to modify or combine the references lo produce the present invention. As 
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discussed in the first Ameiuimem and Response and acknowledged by the Examiner, Powell 
does not teach or suggest dynamically transmitting an email address in response to a request for 
data- Monmlli teaches using ''cookies" to facilitate browsing the Internet. Montulli does not 
teach, suggest, or motivate one to dynamically send an email address in response to a request for 
data. Monmlli differs from the present invention in thai Montulh is directed to providing World 
Wide Web and/or subscription information to a server to facilitate browsing the internet. 

Moreover, there is no suggestion or motivation in the knowledge generally available to 
one of ordinary skill in the an to combine the references. The Examiner asserts that increasing 
rhe efficiency of data transfer would be the purpose for combining the references. Applicant 
respectfully disagrees. Montulli teaches that a server stores information on a user's computer so 
that the user can easily return to a Web page etc. Thus, Montulh teaches away from the preseni 
invention because the present invention is directed in part to system and method in which an 
email address is dynamically transmitted to, for example, a server. The present invention does 
not siore information sent from a server on a user's computer. Thus, Applicant submits that it 
would not have been obvious to a person of ordinary skill in the art to combine the references to 
arrive at the present invention. 

Second, the Examiner does not cite any support thai there would be a reasonable 
expectation of success found in the prior art. Indeed, neither Powell nor Montulli make any 
reference, explicit or implicit, to any reasonable expectation of success that a system or method 
that dynamically traiismits an email address in response to a request for data could be obtained 
based on the cired references. 

Third, neither Powell nor Montulli teach or suggest all of the claim limitations. In 
particular, neither reference teaches or suggests a system or method that dynamically transmits an 
email address in response to a request for data. As pointed out above, Montulli discloses a 
sysiem in which a server stores information, "^cookies", on a user's computer to facilitate 
browsing the Internet- With regard to claims 20-23, AppUcani points out that these claims are 
directed towards dynamically sending information to a second compxtter, namely a server. As 
discussed previously, Montulli discloses a server sending information to a user's computer to 
facilitate web browsing. Neither Powell nor Montulli disclose or suggest dyiiamically 
transmitting an email address to for example a server in response to a request for data. Because 
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the cited references do not suggest or motivate one of ordinary skill in the art to modify the 
references or combine the references; do not demonstrate a reasonable expectation of success; 
and do not teach or suggest all of the claim limitations, the cited references cannot render the 
claims obvious, and the rejection should be withdrawn. 

The present amendments clarify the invention, and Applicant submits that the 
amendments will not require additional searching by the Examiner. 


In light of the foregoing Amendment and Remarks, Applicant beUeves that the now- 
pending Claims 1-23 are in condition for allowance. Favorable consideration and allowance of 
the present application is hereby courteously requested- 

The Commissioner is hereby authorized to charge any deficiencies in fees or credit any 
overpayment to PTO Deposit Accoimt No, 20-1507. 


Troutman Sanders LLP 
600 Peachtree Street, 
Suite 5200 

Atlanta, Georgia 30308-2216 
404.885.2689 
404.962-6901 (fax) 
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Respectfully submitted. 


By; 



Charles Voradran 
Registration No. 45,315 
Anomey for Applicant 
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Mark£d-Up Versiop o f Aitiei ^ded Claims Showing Changes Made 


The foUowing is a maiked-up version of the amended claims. Peleied text sections are 
indicated in strikeout ( Gtrilc e om) and newly inserted text is underlined, and bolded. 

I. (twice amended) A method of delivering electronic content, the method comprising 
the steps of: 

providing instructions that cause a first computer to dynamically transmit itifonnation 
including an e-mail address to a second computer in response to a request for data informatio n; 
processing the request for data tronGmittod information at the second computen and 


5. (once amended) The method of claim I, wherein the instructions that caus e th e fir^i 
oomputor to coll e ot information comprise instructions that query the first computer for 
instmctions. 

6. (once amended) The method of claim I, wherein the instructions flwt cause th e first 
comput e r to oolloot infonnation comprise instructions thai receive user input. . 

7. (once amended) The method of claim 1, wherein the informaii e^ request comprises 
demographic information. 

8. (once amended) The method of claim 1, wherein the information request comprises 
system infonnation. 

9. (once amended) The method of claim 1, wherein th o informo 6^ request comprises 
executing a script- 

17. ( once amended) The method of claim I, wherein colooting ol e ctronio processiog 
comprises selecting electronic content based on the transmiited infiarmation. 
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20. (twice amended) A method of delivering elecrronic content, the method comprising 
the steps of: 

providing web-page form instructions that causes a first computer to dynamically 
transmit infonnapon including an email address &om a user to a second computer in response to 
a request for data: and 

using tho tronfimittod - information processipp the request at the second computer to 
select electronic content and e-mailing the electronic content to the email address. 
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